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DETAILED ACTION 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 25 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 25 claims a system, however it does not claim any components of the 
system other than the product of claim 1 , and further claims a "using" step, which is not 
appropriate for a "system" or a non-method claim. Clarification is requested. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 3-26 and 49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 00/15703 to NOVA Chemicals of record. 

The disclosure of the NOVA Chemicals (NOVA) reference is discussed in detail 
in the previous office action. Among other embodiments the reference discloses 
comparative experiment on page 20. In this experiment the reference discloses foamed 
pre-expanded particles that have a bulk density of 550 kg/m3 after being pre-expanded 
from the original expandable (but not pre-expanded particles). The reference further 
discloses possibility of adding co-monomer, nucleating agent, coating the particles, etc,. 
Those particles, which have 5.9 wt % of pentane (after being pre-expanded from the 
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particles originally having 6.2 wt. % pentane) are further expanded in conventional 
equipment to form an article or a expanded particle with the bulk density of 14.9 kg/m3. 
The difference between the claimed foamed pre-expanded particles and the particles 
disclosed by NOVA is that the amount of the organic blowing agent, i.e. pentane, in the 
disclosed pre-expanded particles is slightly higher than the upper claimed limitation, 
i.e., 5.9 wt % as compared to the upper claimed limit of 5 wt. %. However, reducing the 
amount of the blowing agent in the pre-expanded particles (by impregnating the original 
non-expanded particles with smaller amounts of pentane) would have been clearly 
obvious from the teachings of the reference expressly disclosing (all illustrative and 
comparative experiments) that the amount of the blowing agent in the original 
expandable particle governs the ability of the pre-expanded particle to be expanded to 
different ratios and resulting in final product of different densities. The criticality of the 
claimed upper limit of the amount of pentane, such as 5 or 3.5. wt %. Is not established 
in either the specification of in the declaration and no showing of unexpected results in 
the pre-expanded or finally expanded particles that can be attributed to the claimed 
upper amounts of the blowing agent are presented on the record. Moreover, the 
criticality of having amounts of blowing agents no greater than the claimed 5 wt. % has 
not been recognized by the applicants as evident from earlier claimed 6 % as the upper 
limit. 

The reference does not address the properties of the pre-expanded particle 
(such as blow agent weight loss) or the cell structure of the particles, however, in view 
of the fact that the disclosed particles are obtained by substantially the same procedure 
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(suspension polymerization followed by pre-expansion) as the procedures disclosed in 
the instant application, it is reasonable to believe that the claimed properties are 
inherently present in the disclosed pre-foamed particles. The burden is shifted to the 
applicants to provide factual evidence to the contrary. 

The reference discloses various methods of obtaining the particles, including 
various types of polymerization. Moreover, it should be noted that the claims are 
directed to the product and not the process, even though some the claims are 
presented in "product-by-process" format. However, the patentability of those claims 
depends on the product features, regardless of the process those particles were 
obtained. It is believed that the disclosed particles correspond to the claimed particles 
in all of the claimed parameters as obtained from the same components in either 
identical or substantially equivalent processes. 

The burden is shifted to the applicants to provide factual evidence to the 
contrary. 



Response to Arguments 

Applicant's arguments filed 12-19-2006 have been fully considered but they are 
not persuasive. With respect to applicants statement regarding common ownership and 
common co-inventors, these statements are irrelevant for the anticipation rejections 
under 35 USC 102, or obviousness rejections based on any paragraph of 102 rejection 
other than 102(e). In the instant case, the obviousness rejection was based on 35 USC 
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102(a). The common ownership statement can only be used to remove a 103 rejection 
that is based on 102(e), which is not the case in the instant application. 

With regard to applicant arguments regarding particles disclosed by NOVA in all 
illustrative examples 106, the examiner agrees with the applicants, after carefully 
studying the submitted Declaration, that the pre-expanded particles having content of 
the organic blowing agent of less than 2 wt. % are not inherently capable of being 
expanded in conventional expansion equipment to the claimed bulk density not 
exceeding 6 pound per cubic ffot without additional impregnation. The applicants 
successfully demonstrated that the amounts of organic blowing agent need to exceed 
those disclosed in the NOVA reference to achieve the claimed expansion property. 
However, as it is well established by the case law that the disclosure of the reference is 
not limited to the preferred embodiments only. As discussed above, the reference also 
discloses a comparative experiment, in which the pre-expanded particles containing 5.9 
wt % of pentane and bulk density of 520 kg/m3 are further pre-expanded without 
additional impregnation to the bulk density of 14.9 kg/m3. (Note that the examiner 
disagrees with the applicants interpretation of the comparative experiment and the 
applicants statement that the polystyrene particles containing 6.2% by weight pentane 
are expanded not to a density of 14.9 kg/m3, and these expanded particles have a 
pentane content of 5.9% by weight. The particles that have the density of 520 kg/m3 
and have 5.0 wt % pentane are expanded to have the density of 14.9. The amount of 
pentane remaining in fully expanded particles with 14.9 density is not disclosed, and is 
irrelevant to the claimed invention). Also, as discussed above, lowering the amount of 
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the blowing agent in the original, and, thus, pre-expanded particles would have been 
obvious to achieve the desired density of the final product. The amount of blowing 
agent is clearly a result -effective variable, and it would have been clearly within the 
routine experimentation conducted by an ordinary artisan to adjust the amount of the 
organic blowing agent to achieve the desired expansion ratio and the final density of the 
fully expanded product. This position is further supported by applicants own statements 
on page 1 9 of their response that the amount of blowing agent has an effect on the 
density of the final product. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Irina S. Zemel 
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